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DETAILED ACTION 
RCE 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
5/29/2009 has been entered. 

Remarks 

2. In view of amendments, the Examiner withdraws the rejection under 35 USC 
102(b) and the rejection under 35 USC 103(a) to claims 1-5. However, claims 1-5 are 
not in a condition for allowance in view of new ground of rejection. The applicant's 
arguments have been considered but are moot in view of the new ground(s) of rejection. 

3. The claim 1 has been amended. In view of amendment, the examiner reviewed 
amended claims and remarks as follows. 

4. Records of the restriction requirement can be found in the office actions mailed 
on 6/9/2008, 8/29/2008 and 1/30/2009. 

5. The reasons for the restriction requirement are further clarified below. 

Election/Restrictions 



Restriction is required under 35 U.S.C. 121 and 372. 
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This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

• Group 1 , claim(s) 1 -5 drawn to apparatus, interior permanent magnet rotor, 
classified in class 310, subclass 156.53. 

• Group II, claim(s) Claim 6-14, drawn to metal working, method of mechanical 
manufacturing (motor), classified in class 29, subclass 596. 

• Group III, Claim(s) 26-35, drawn to apparatus, Laser Irradiator, classified in class 
372, subclass 1 . 

• Group IV, Claim(s) 15-25, drawn to metal working, method of metal heating, 
classified in class 219, subclass 50. 

The inventions listed as Groups I, II, III, and IV do not relate to a single general 
inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the 
same or corresponding special technical features for the following reasons: (a) Group I 
has the special technical feature of a rotor which has magnet insertion window and the 
bridge side being hardened. The method to harden the bridge side is not a special 
feature in the group I since the process imitation is not given patentable weight in 
product claim. See MPEP 21 13; (b) Group II has the special technical feature of laser 
peening of irradiating with a laser through a liquid; (c) Group III has the special technical 
feature of a irradiation device and a drive device; (d) Group IV has the special technical 
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feature of irradiating with laser on a bridge side of motor window while moving the rotor 
relative to spot of laser. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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9. Claims 1-2 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Nakamura (JP 11018324, see 
attached English translation). 

As for claim 1 , Nakamura shows (in Figs. 1-2) and discloses a rotor using an 
electrical steel sheet with low iron loss, the rotor (10, Fig. 1) [0003] comprising: a bridge 
side (20) on an inner circumference of a magnet insertion window (16) of said rotor, in 
which said bridge side is work hardened by a laser peening of irradiating [0021]. 

Re the process limitation "to which a laser peening of irradiating at an angle 
relative to the inner circumference of the magnet insertion window with a laser through a 
liquid has been applied, (in which said bridge side is work hardened) due to a 
compression residual stress added thereto, said compression residual caused by 
transmission of a Shockwave resulting from a high pressure plasma produced over said 
bridge side by said laser," product-by-process claims are not limited to the 
manipulations of the recited step, only the structure implied by the steps. See MPEP 
21 13. Thus, the process steps were given no patentable weight because claim 1 is 
product by process limitation. 

As for claim 2, Nakamura teaches the claimed invention as applied to claim 1 
above. Nakamura further teaches (in Figs. 1-2) and discloses said bridge side (20) 
irradiated with the laser [0021], and inherently is a region where a high stress occurs 
due to centrifugal force acting on a magnet when said rotor rotates. 
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10. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable Nakamura (JP 
1 1018324, see attached English translation) in view of Koharagi et al (US 
2003/0057785). 

As for claim 3, Nakamura teaches the claimed invention as applied to claim 1 
above. Nakamura however is silent to show or disclose a magnet of said rotor for each 
pole is divided into a plurality of pieces. In the same field of endeavor, Koharagi shows 
(in Fig. 1 ) and discloses a magnet (1 0) of said rotor for each pole (four poles, in this 
instance) is divided into a plurality of pieces (two per each). Therefore, it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made 
to combine the teaching of Koharagi with that of Nakamura to enhance system 
efficiency by effectively utilizing reluctance torque. [0005, 0010] 

1 1 . Claims 4 and 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
Nakamura (JP 1 1018324, see attached English translation) in view of Edwards et al (US 
6848495). 

As for claim 4, Nakamura teaches the claimed invention as applied to claim 1 
above. Nakamura however is silent to show or disclose said bridge side has a step. In 
the same field of endeavor, Edwards shows (in Fig. 6) and discloses bridge of rotor slot 
side (506) has a step. Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to have bridge side has a step by 
combining the teaching of Edward with that of Nakamura to form a liquid barrier, (col. 6, 
line 38-40) 
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As for claim 5, Nakamura in view of Edwards teaches the claimed invention as 
applied to claim 4 above. Edwards further shows (in Figs. 6-7) and discloses said step 
(506) is located on one side or each side. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN K. KIM whose telephone number is (571)270- 
5072. The fax phone number for the examiner where this application or proceeding is 
assigned is 571-270-6072. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Quyen Leung can be reached on 571 -272-81 88. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Quyen Leung/ 

Supervisory Patent Examiner, Art Unit 2834 

JK 



